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US DESIGN PATENTS 



Industrial Designers are 
professionals who 

optimize the function and 
appearance of a product 









UTILITY PATENTS 
Protect Functional Features 
Without Regard to Appearance 

(over 11,000,000 issued) 

DESIGN PATENTS 
Protect Appearance Features 

Without Regard to Function 
(over 900,000 issued) 



UTILITY PATENTS 

FUNCTION 
(IDEAS) 



DESIGN PATENTS 

APPEARANCE 
(SPECIFIC EMBODIMENTS OF IDEAS) 



























Avia v. L.A. Gear 

L.A. Gear Boy’s 
Thrasher 
Allegedly 
Infringing 

Design 



Avia v. L.A. Gear 

L.A. Gear Boy’s 
Thrasher 
Allegedly 
Infringing 

Design 



Avia Group Int’l., Inc. v. 
L.A. Gear California, Inc., 

853 F.2d 1557         
(Fed. Cir. 1988)  
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International Seaway v. Walgreens 
589 F.3d 1233  (Fed. Cir. 2009) 



International Seaway v. Walgreens 
589 F.3d 1233  (Fed. Cir. 2009) 

“…  The ordinary observer test must 
logically be the sole test for anticipation”…   



International Seaway v. Walgreens 
589 F.3d 1233  (Fed. Cir. 2009) 

Ordinary Observer Test:   
 
If in the eye of an ordinary observer, two 
designs are substantially the same, then 
there’s infringement (Gorham, Egyptian) 
 
Court:  [This] “must logically be the sole 
test for anticipation”…   



International Seaway v. Walgreens 
589 F.3d 1233  (Fed. Cir. 2009) 

Translation: 
 
If the prior art is “substantially the same” 
as the claimed design, then the claimed 
design is anticipated by that prior art. 
  



Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 

D677,946  
Title/Claim:  FURNITURE 



Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 

D677,946  
Amended Title/Claim:  PATTERN FOR A CHAIR 



Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 

ACCUSED 
PRODUCT 
 
    Basket 



COURT:  The claim language limited the 
scope of the ‘946 design patent to a chair, 
and therefore the basket did not infringe.   

Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 



Lesson:  The title and claim of a design 
patent DO matter.   

Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 



Curver Luxembourg v. Home Expressions 
(Federal Circuit, September 12, 2019) 

  
Better Title:  Portion of Furniture, Tabletop Products, 

Office Products, Home Products, and the like 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

 
  

Anticipation Reference:  Art Tool Title/Claim:  Lip Implant 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

 
  

Anticipation Reference:  Art Tool Title/Claim:  Lip Implant 

Board:  “it is appropriate to ignore the identification of the 
article of manufacture in the claim language… whether a 
reference is analogous is irrelevant to whether that 
reference anticipates”.  



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

 
  

Anticipation Reference:  Art Tool Title/Claim:  Lip Implant 

Fed. Cir.: “A design claim does not broadly cover a design in 
the abstract… The claim is limited to lip implants and does 
not cover other articles of manufacture.  Since the reference 
discloses an art tool, it cannot anticipate a lip implant. 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

 
  

102 Reference:  Blick Art Tool  Title/Claim:  Lip Implant 

RULE:  The prior art used in an anticipation rejection must 
be of the same article of manufacture as the claimed design 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

 
  

102 Reference:  Blick Art Tool  Title/Claim:  Lip Implant 
 
FALLOUT:   
*greatly reduces prior art available to Examiners 
*narrows scope of design patent to same article of manufacture 
*out of step with EU design law that protects designs per se 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

TITLE/CLAIM:  Lip Implant              Accused Design:  Art Tool 

WHAT IF: 
 
The art tool was later and accused of infringing the design 
patent? 



IF:  The test for infringement is the same as 
test for anticipation.   



IF:  The test for infringement is the same as 
test for anticipation.   

AND:  The prior art used in an anticipation 
rejection must be of the same article of 
manufacture as the claimed design. 



IF:  The test for infringement is the same as 
test for anticipation.   

 
THE PRIOR ART USED IN AN ANTICIPATION REJECTION 
MUST BE OF THE SAME ARTICLE OF MANUFACTUR. 

THEN: The accused design must be of the 
same article of manufacture as the claimed 
design in order to find infringement. 

AND:  The prior art used in an anticipation 
rejection must be of the same article of 
manufacture as the claimed design. 



In re: Surgisil                              
(Fed. Cir. Oct. 4, 2021) 

TITLE/CLAIM:  Lip Implant              Accused Design:  Art Tool 

 
THE ACCUSED DESIGN (Art Tool) WOULD NOT 
INFRINGE THE DESIGN PATENT (Lip Implant) 



 
 

 
 

  

1. In re Surgisil - Anticipation 
 
2. Columbia v. Serius 
 a.  Logo – infringement 
 b.  Total Profit damages 
 
3. Drawings 
 
4. Continuations & Appendix 
 

US DESIGN PATENTS 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Fed. Cir. 2019) 

D657,093 – “HEAT REFLECTIVE MATERIAL” 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

SLEEPING BAG 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

FOOTWEAR LEGWEAR 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

SOCKWEAR 
HANDWEAR 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

OUTERWEAR FOOTWEAR 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

PATENTED DESIGN ACCUSED PRODUCT 



                                      

 Court finds infringement 

Question:  What are the 
damages to be awarded 

to  Columbia? 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  



Whoever …  sells … any article of 
manufacture to which the patented 
design … has been applied shall be 
liable to the owner to the extent of his 
total profit … 
  
  

  

                                                       
35 U.S.C. 289 – Damages:         

Infringer’s Total Profit  

 



ISSUE: 
 

What is the “article of 
manufacture” upon which 

“total profit” will be based? 



The Supreme Court:  
 
The “article of manufacture” upon which 

total profit is based can be either the end 
product sold by the infringer or a 
component of that product. 
  

Samsung v. Apple                         
(US Supreme Court 2016) 



How do we determine the “article of 
manufacture” to know whether it’s the end 
product sold by the infringer, or only a 
component of the end product? 

Question left open by Court: 

Samsung v. Apple                         
(US Supreme Court 2016) 



PATENTED DESIGN COURT’S OPINION:   
 
Ignored damages issue!  
 
Reversed the lower court’s  
finding of infringement 
because Seirus’ logo wasn’t  
taken into account!!! 
 
Remanded case to lower court 
for retrial on infringement. 
 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, 2019) 



PATENTED DESIGN ACCUSED PRODUCT 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, 2019) 



PATENTED DESIGN ACCUSED PRODUCT 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, 2019) 



                                      

 On retrial, assume court 
finds infringement.  

 Appealed. 

  

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, pending) 
  



PATENTED DESIGN ACCUSED PRODUCT 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  

Title and Claim:  HEAT REFLECTIVE MATERIAL 



                                      

  Question:  What are the 
damages to be awarded 

to  Columbia? 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

  



Is total profit based on the end products 
(e.g., socks and gloves) or the heat 
reflective material (the component of the 
end product)? 



TIP 



If Columbia v. Serius is 
appealed, the Supreme 
Court might say: 
  
Let’s look at the plain 
language of the statute. 



Whoever sells any article [socks and 
gloves?] to which the patented design 
[heat reflective material?] has been 
applied shall be liable to the owner to 
the extent of his total profit … {on the 
socks and gloves OR on the heat 
reflective material} 
  
  

  

     After Apple v. Samsung              
35 U.S.C. 289 



The patentee wants socks 
and gloves to be the 

article(s) of manufacture. 
 

The infringer wants the heat 
reflective material to be the 

article of manufacture. 



The Supreme Court might say: 
 
Let’s look at the patent 
document that was drafted by 
the patentee and duly issued by 
the US Patent & Trademark 
Office after satisfying statutory 
requirements. 



TITLE: Heat Reflective Material 
 
CLAIM:  The ornamental design for 
a heat reflective material, as shown 
and described. 

Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, pending) 



  
Good chance that the 
article of manufacture 

would be the heat 
reflective material. 



  
DRAFTING TIP 

 
What if you had a 

different title/claim? 



TITLE: Heat Reflective Material 
Applied To …. 

 
 
  





TITLE: Heat Reflective Material 
Applied To Socks and/or Gloves 

 
 
  



TITLE: Heat Reflective Material 
Applied To Socks and/or Gloves 
 
 
CLAIM:  The ornamental design of 
a heat reflective material applied to 
socks and/or gloves. 
 
  



  
Good chance that the 
article of manufacture 

would be the socks and 
gloves. 



This case is now pending at 
the Federal Circuit  
with a not-so-great 

Title/Claim 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, Pending) 

D657,093  
Title/Claim:  HEAT REFLECTIVE MATERIAL 



Columbia Sportswear North America, Inc. v.  
Seirus Innovative Accessories, Inc. 

(Federal Circuit, Pending) 

D657,093  
Title/Claim:  HEAT REFLECTIVE MATERIAL 
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Partial Designs 

 

















 
 

   
Single Perspective View 

 









 

“Only one view of the article is 
shown in the drawing ...  It is 
understood that the appearance 
of any part of the article not 
shown in the drawing  forms no 
part of the claimed design.“ 

 
 
 
 
  
 
   
 
  
   

 
 

 

 
 

 
 

  







 
 

 New Opportunity! 
 

Single Plan View 
 



In re Maatita                                                     
900 F.3d 1369 (Fed. Cir. 2018) 

ONLY DRAWING FIGURE – PLAN VIEW 



In re Maatita                                                     
900 F.3d 1369 (Fed. Cir. 2018) 

 
 
  

USPTO:  The claimed design is indefinite 
because the design could be applied to a 
3D shoe bottom in a number of different 
ways. 

  



Examiner 
Drawings 
illustrating 
possible 
interpretations 



In re Maatita                                                     
900 F.3d 1369 (Fed. Cir. 2018) 

 
 
  COURT: The design of a shoe bottom is 
capable of being disclosed from a 2D 
perspective.  A potential infringer is not 
left in doubt as to how to determine 
infringement.  REVERSED REJECTION. 

USPTO:  The claimed design is indefinite 
because the design could be applied to a 
3D shoe bottom in a number of different 
ways. 
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US DESIGN PATENTS 



 
 

Continuation   
Practice Helps Stop 

Copycats 



                   

                   

  

Brilliant Design v. OuiCopyGut GmbH 
  



                   

                   

  

‘871 Pending Patent  
Application 

Accused 
Design 

  

    
  

Brilliant Design v. OuiCopyGut GmbH 
  



CONTINUATION PRACTICE     
(exclusive to US) 

 
  



  
 

 CONTINUATION PRACTICE 
(exclusive to US) 

 
*Before ‘871 application issues, file one or more continuation 
applications to claim the design features that have been copied, i.e., to 
disclaim in broken lines design features that have not been copied. 



  
 

CONTINUATION PRACTICE   
(exclusive to US) 

 
*Before ‘871 application issues, file one or more continuation 
applications to claim the design features that have been copied, i.e., to 
disclaim in broken lines design features that have not been copied.  
 
*Each continuation application must be filed during pendency of earlier 
application, i.e., before parent application issues and is entitled to 
original filing date 
  
 
 



  
 

USE CONTINUATION PRACTICE 
(exclusive to US) 

 
*Before ‘871 application issues, file one or more continuation 
applications to claim the design features that have been copied, i.e., to 
disclaim in broken lines design features that have not been copied.  
 
*Each continuation application must be filed during pendency of earlier 
application, i.e., before parent application issues and is entitled to 
original filing date 
 
*Each continuation patent is entitled to full term of 15 years from the 
day it issues 
 
 



“Keep One in The 
Oven” strategy – 
keep at least one 
application pending 
to see what 
develops in the 
marketplace, in 
order to file 
targeted 
continuations to 
catch copycats 



 
 

Continuation 
Patent 

Brilliant Design v. OuiCopyGut GmbH 
  

‘871 Patented  
Design 

Accused 
Design 



Design-Around 

 
 

Brilliant Design v. OuiCopyGut GmbH 
  

‘871 Patented  
Design 

OuiCopyGut 
introduces a 
design-around 
to try and avoid 
the ‘871 and 
continuation  
patent 



 
 

Second Continuation  
Patent 

Brilliant Design v. OuiCopyGut GmbH 
  

Design-Around ‘871 Patented  
Design 



Filed First 

 
 

Brilliant Design v. OuiCopyGut GmbH 
  



Filed First 

 
 

File First Continuation 

Brilliant Design v. OuiCopyGut GmbH 
  

Parent Issued  



Filed First 

 
 

File First Continuation 

Brilliant Design v. OuiCopyGut GmbH 
  

Parent Issued  

File Second 
Continuation 

First Continuation Issues 



Filed First 

 
 

Parent Issued  (15 yrs.) 

File First Continuation First Continuation Issues 
(15 years) 

File Second 
Continuation 

Second Continuation  
Issues  (15 years) 

Brilliant Design v. OuiCopyGut GmbH 
  



 
 

USE APPENDIX PRACTICE  
(exclusive to US) 

 
  



 
 

USE APPENDIX PRACTICE  
(exclusive to US) 

 
In your US design application, disclose (but do 
not claim) additional designs, alternate designs, 
related/unrelated designs in an Appendix for 
possible claiming later by filing one or more 

Continuation applications 



Filed:   14 Sept 2005 
Issued:     
US Pat. No:     

 

Application #1 



      Claimed Design 



 
 

APPENDIX 
 

 
 

DISCLOSED AT END OF APPLICATION 
 

NOT CLAIMED 



FIG. V 



FIG. W 



FIG. X 



FIG. Y 





  
Filed:   14 Sept 2005 
Issued:   29 April 2008  
EXPIRES:  29 April 2023   

 

Patent #1 





PRIORITY DATE: 14 Sept 2005 
Filed:    25 April 2008 
Issued:    31 Jan 2012 
EXPIRES:   31 Jan 2027 

 
 

Patent #2 





PRIORITY DATE: 14 Sept 2005 
Filed:    25 June 2008 
Issued:    5 Oct 2010 
EXPIRES:   5 Oct 2025 

 
 

Patent #3 



FIG. V 





PRIORITY DATE: 14 Sept 2005 
Filed:    29 Sept 2010 
Issued:    3 May 2011 
EXPIRES:   3 May 2026 

   
 

Patent #4 



FIG. V 





PRIORITY DATE: 14 Sept 2005 
Filed:    24 March 2011 
Issued:    8 May 2012 
EXPIRES:   8 May 2027 

 
 

Patent #5 



FIG. V 





PRIORITY DATE: 14 Sept 2005 
Filed:    29 March 2012 
Issued:    1 Jan 2013 
EXPIRES:   1 Jan 2028 

 
  

Patent #6 



FIG. V 



Claimed Design 



PRIORITY DATE: 14 Sept 2005 
Filed:    27 Nov 2012 
ABANDONED:  27 May 2014 
EXPIRES:   --- 

 
 

Application #7 



FIG. V 





PRIORITY DATE: 14 Sept 2005 
Filed:    27 May 2014 
Issued:    13 Dec 2016 
EXPIRES:   13 Dec. 2031 

 
  

Patent #8 



FIG. X 





PRIORITY DATE: 14 Sept 2005 
Filed:    16 Nov 2016 
Issued:    7 May 2019 
EXPIRES:   7 May 2034 

  
 

Patent #9 



FIG. Y 



Claimed Design 



PRIORITY DATE: 14 Sept 2005 
Filed:    5 March 2019 
Issued:    --- 
EXPIRES:   --- 

 
  

Pending Application 



 
 

APPENDIX STRATEGY 
 
  
 
  

  



 
 

APPENDIX STRATEGY 
*No extra USPTO fees 
 
 
  
 
  

  



 
 

APPENDIX STRATEGY 
*No extra USPTO fees 
*Maintain Original Priority Date 
  
 
  
 
  

  



 
 

APPENDIX STRATEGY 
*No extra USPTO fees 
*Maintain Original Priority Date 
*Keep at least one application pending 
as long as design is “alive” to permit 
filing of targeted continuation(s) and/or 
disclosed Appendix designs 
  
 
  
 
  

  



 
 

APPENDIX STRATEGY 
*No extra USPTO fees 
*Maintain Original Priority Date 
*Keep at least one application pending 
as long as design is “alive” to permit 
filing of targeted continuation(s) and/or 
disclosed Appendix designs 
*Can include alternate designs 
 
 
  
 
  

  



 
 

APPENDIX STRATEGY 
*No extra USPTO fees 
*Maintain Original Priority Date 
*Keep at least one application pending 
as long as design is “alive” to permit 
filing of targeted continuation(s) and/or 
disclosed Appendix designs 
*Can include alternate designs 
*Can include different classes (!) 
 
  
 
  

  



 
 

EU Applicants 
  
 
  
 
  

  



 
 

EU Applicants 
*File multiple design RCD application 
  
 
  
 
  

  



 
 

EU Applicants 
*File multiple design RCD application 
*Within 6 months file US priority 
application 
  
 
  
 
  

  



 
 

EU Applicants 
*File multiple design RCD application 
*Within 6 months file US priority 
application 
*Claim the most important design from 
RCD 
  
 
  
 
  

  



 
 

EU Applicants 
*File multiple design RCD application 
*Within 6 months file US priority 
application 
*Claim the most important design from 
RCD 
*Put the other RCDs in an Appendix 
  
 
  
 
  

  



 
 

EU Applicants 
*File multiple design RCD application 
*Within 6 months file US priority 
application 
*Claim the most important design from 
RCD 
*Put the other RCDs in an Appendix 
*File Continuation applications as 
needed to claim other RCDs 
 
  
 
  

  



Perry Saidman 
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